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DETAILED ACTION 

1 . Prosecution has been re-opened in response to the Appeal Brief filed on January 20, 
2004. Accordingly, the following is a Non-Final Office Action. Claims 1-16 are pending in this 
application. 

Response to Arguments 

2. Applicant's arguments filed 01/20/04, with respect to the rejections of claims 1-16 have 
been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground of rejection is made in view of Adriaans et 
al. (U.S. 6,31 1,175). See rejections that follow. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 1-16 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract that do not apply, involve, use, or advance the 
technological arts fail to promote the "progress of science and the useful arts" (i.e. the physical 
sciences as opposed to social sciences, for example) and therefore are found to be non-statutory 
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subject matter. For a process claim to pass muster, the recited process must somehow apply, 
involve, use, or advance the technological arts. 

In the present case, the claims only recite an abstract idea. In claim 1, the recited steps of 
collecting usage data for providing a service at a component, reporting the usage data, 
constructing a valuation function, correlating the service with a component, and determining 
values based on the correlation does not explicitly apply, involve, use, or advance the 
technological arts since all of the recited steps can be performed without the use of any 
technology (i.e. there is no specific recitation of what is performing the collecting, reporting, 
constructing, etc. of claim 1 and therefore it could be implemented without the use of 
technology). Therefore, since the steps of claim 1 only constitute an abstract idea of how to 
valuate and manage the components, and since the steps of claim 1 do not explicitly apply, 
involve, use, or advance a technological art, it is respectfully submitted that the claimed 
invention is directed towards non-statutory subject matter. Furthermore, claims 2-16 depend on 
claim 1 and contain the same § 101 issues as claim 1. 

Additionally, for a claimed invention to be statutory, the claimed invention must also 
produce a useful, concrete, and tangible result. In the present case, the claimed invention is not 
concrete because different users would implement the process and produce different outcomes, 
making the invention not repeatable. The claimed invention constructs a valuation function and 
uses usage data to determine values. Different users would use different valuation functions and 
determine different values based on the varying value function. Therefore, it is respectfully 
submitted that the invention, as claimed, is not concrete. 
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Since the claimed invention does not produce a useful, concrete, and tangible result and 
since the claimed invention is not within the technological arts, as explained above, claims 1-16 
are deemed to be directed towards non-statutory subject matter. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1, 2, 10, 14, and 16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. As per claim 1, claim 1 is directed towards managing an integrated IT system having a 
plurality of components. The claim recites the steps of "reporting the usage data of each 
component for each service" "constructing a valuation function for valuing each service", and 
"determining from said correlated services and components a value of each component and a 
value of said IT system". It is unclear based on these limitations what the applicant regards as 
his invention because these limitations fail to identify what is occurring in the process. First, it is 
unclear as to who or what the usage data is being reported. Second, it is unclear as to how and/or 
when a valuation function is being constructed and what valuation function is specifically being 
used. Third, it is unclear how values for components and a value for an IT system is determined 
based on correlations. Therefore, based on these limitations, it is unclear as to what is distinctly 
occurring by the Applicant's invention. Clarification and correction is required. 

7. As per claim 2, claim 2 recites "a process wherein said value is determined from usage 
statistics". It is unclear as to what value of claim 1 is being referred to by this limitation. Claim 
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1 recites "determining from said correlated services and components a value of each component 
and a value of said IT system". For examination purposes, the limitation of claim 2 has been 
construed as -a process wherein said value of each component is determined from usage 
statistics—. Clarification and correction is required. 

8. As per claim 10, claim 10 recites "a system for managing an IT infrastructure [. . .], said 
system comprising: an agent associated with each of the components, said agent identifying 
each transaction of a service performed by said IT infrastructure; and an information collection 
system for collecting from said agents transaction information relating to each service 
performed, said system determined from said transaction information which of said components 
are involved in said transaction". It is unclear based on the recitation of this claim as to what 
system is determined from the transaction information and how this determination occurs. Based 
on the preamble and the limitations of the claim, the claim is directed toward a system for 
managing an IT infrastructure by using agents at each component to identify transactions and an 
information system that collects this transaction information from the agents. Therefore, it is 
unclear how determining a system is related to the management of a IT infrastructure. For 
examination purposes, the limitation has been construed as - said system determining from said 
transaction information which of said components are involved in said transaction-. 
Clarification and correction is required. 

9. As per claim 14, claim 14 recites "a second table identifying the total value of each 
service". There is insufficient antecedent basis for this limitation in the claim. For examination 
purposes, the limitations has been construed as -a second table identifying a total value of each 
service-. Correction is required. 
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10. As per claim 16, claim 16 recites "a valuation of each component based on its 
participation". It is unclear as to what the term "its" is specifically referring. For examination 
purposes, the limitations has been construed as —a valuation of each component based on each 
said component's participation—. Correction is required. 

Claim Rejections - 35 USC § 102 

1 1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

12. Claims 1-16 are rejected under 35 U.S.C. 102(a) and (e) as being anticipated by Adriaans 
et al. (U.S. 6,311,175). 

13. As per claim 1, Adriaans et al. teaches a process for managing an integrated information 
technology (IT) system having a plurality of components and providing a plurality of services, 
the process comprising the steps of: 

collecting, at each of the components, usage data indicating an amount of use each 
component receives in providing each of the services (See at least the abstract, column 5, lines 
14-40, column 6, lines 15-35, column 8, lines 15-40, column 9, lines 15-37, and column 11, lines 
40-65, wherein monitors of the components collect usage data when providing a service); 
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reporting the usage data of each component for each service (See at least column 3, lines 
30-42, column 5, lines 14-40, and column 8, lines 15-40, wherein the usage data is reported by 
the monitors to the database); 

constructing a valuation function for valuing each service (See at least the abstract, figure 
4, column 5, lines 30-50, column 6, lines 15-35, column 8, lines 44-60, column 9, lines 45-67, 
and column 11, lines 40-65, wherein a valuation function is constructed for valuing each service 
based on SLA agreements and thresholds); 

correlating each service with each component used to provide said service (See at least 
figure 4, column 4, lines 25-40, column 5, lines 30-50, column 6, lines 55-65, column 8, lines 
44-60, column 9, lines 45-67, and column 11, lines 29-40, which discusses correlations between 
components and services); and 

determining from said correlated services and components a value of each component 
and a value of said IT system (See at least the abstract, figure 4, column 5, lines 30-50, column 6, 
lines 55-65, column 8, lines 44-60, column 9, lines 45-67, column 10, lines 15-25 and 35-50, and 
column 11, lines 40-65, wherein a value for a component is determined by valuing the stored 
data based on the SLAs and a value for the overall system is determined based on each 
component, the SLAs). 

14. As per claim 2, Adriaans et al. discloses a process wherein said value is determined from 
usage statistics accumulated at each component (See at least the abstract, column 5, lines 14-40, 
column 6, lines 15-35, column 8, lines 15-40, column 9, lines 15-37, and column 11, lines 40-65, 
wherein the value is determined based on the usage information gathered at the components). 
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15. As per claim 3, Adriaans et al. teaches a process further comprising the step of evaluating 
a worth of each component based on multiple uses of said component in multiple services 
performed by said IT system (See at least figures 4 and 6, column 1, lines 15-40, column 2, lines 
50-67, column 3, lines 1-15, column 4, lines 25-40, and column 10, lines 40-65, which discuss 
the worth of a component based on its uses in the system). 

16. As per claim 4, Adriaans et al. teaches a process further comprising the step of 
constructing a relationship table identifying the components used in providing each service, 
wherein a configuration management process is fed by a change management process in order to 
maintain the relationship table as changes to said IT system are made (See at least column 3, 
lines 30-46 and 54-60, column 4, lines 30-40, column 5, lines 14-40, column 6, lines 15-35, 
column 8, lines 15-40, column 9, lines 15-37, and column 10, lines 14-28, wherein a relationship 
table is constructed which identifies components used in a service. A configuration management 
process is linked to a change process to keep a database table that reflects the current IT System). 

17. As per claim 5, Adriaans et al. discloses a process wherein valuing a given service 
comprises determining a value for each transaction conducted in providing that service (See at 
least the abstract, figure 4, column 5, lines 30-50, column 6, lines 15-35, column 8, lines 44-60, 
column 9, lines 45-67, and column 11, lines 40-65, wherein a valuing occurs by determining a 
value for each operation that occurs in providing the service of the system). 

18. As per claim 6, Adriaans et al. teaches a process further comprising the step of providing 
for each component an agent for accumulating transaction data regarding services provided using 
that component (See at least the abstract, column 5, lines 14-40, column 6, lines 15-35, column 
8, lines 15-40, column 9, lines 15-37, and column 1 1, lines 40-65, which discloses monitors at 
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each component that serve as an agent for collecting operational data and providing that data to 
the database for further evaluation). 

19. As per claim 7, Adriaans et al. discloses a process wherein said value is determined in 
said determining step in accordance with the transaction (See at least the abstract, figure 4, 
column 5, lines 30-50, column 6, lines 15-35, column 8, lines 44-60, column 9, lines 45-67, and 
column 11, lines 40-65, wherein a valuing occurs by determining a value for each operation that 
occurs in providing the service of the system). 

20. As per claim 8, Adriaans et al. discloses a process wherein said transaction data includes 
the type of transaction and a value associated therewith (See at least the abstract, column 5, lines 
14-40, column 6, lines 15-35, column 8, lines 15-40, column 9, lines 15-37 and 55-67, and 
column 11, lines 40-65, wherein the transaction data includes the type of operation and a value 
associated with this operation). 

21. As per claim 9, Adriaans et al. discloses a process further comprising the step of 
reporting the transaction data (See at least column 3, lines 30-40, column 5, lines 14-40, and 
column 8, lines 15-40, wherein the data is reported by the monitors to the database). 

22. As per claim 10, Adriaans et al. teaches a system for managing an IT infrastructure 
having a plurality of components for providing a plurality of services, said system comprising: 

an agent associated with each of the components, said agent identifying each transaction 
of a service performed by said IT infrastructure (See at least the abstract, column 5, lines 14-40, 
column 6, lines 15-35, column 8, lines 15-40, column 9, lines 15-37, and column 1 1, lines 40-65, 
wherein monitors act as agents for each of the components and collect operational data for 
providing a service); and 



Application/Control Number: 10/005,862 Page 10 

Art Unit: 3623 

an information collection system for collecting from said agents transaction information 
relating to each service performed, said system determining from said transaction information 
which of said components are involved in said transaction (See at least the abstract, figure 4, 
column 1, lines 15-40, column 2, lines 50-67, column 3, lines 1-15, column 4, lines 25-40, 
column 5, lines 14-40, column 6, lines 15-35, column 8, lines 15-40, column 9, lines 15-37, and 
column 11, lines 40-65, wherein monitors collect operational data for providing a service by the 
IT system. A system meeting a SLA is valued and determined using the collected data). 

23. As per claim 11, Adriaans et al. discloses a system wherein said information collection 
system provides a report which identifies for each service the value of said service and the value 
of the components used in providing said service (See at least figures 3, 4, and 6, column 1, lines 
15-40, column 3, lines 1-10 and 30-50, column 4, lines 30-50, column 5, lines 30-50, column 6, 
lines 55-65, column 9, lines 45-67, column 10, lines 3-25, and column 11, lines 30-60, wherein a 
report is made to the system identifying a value for the evaluation of the health of the system and 
a value for each component. This information is used to update the system). 

24. As per claim 12, Adriaans et al. teaches a system for managing an IT infrastructure 
comprising: 

an information technology process model which defines a plurality of groups of processes 
defining information flow for an integrated management model defining the IT infrastructure for 
a plurality of IT services (See at least figure 3, column 1, lines 15-40, column 3, lines 1-10 and 
30-50, column 4, lines 30-50, column 10, lines 3-25, and column 11, lines 30-60, wherein a 
process model is defined with a plurality of groups of processes); 
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a plurality of agents for monitoring each component of said IT infrastructure, said agents 
collecting transaction information identifying each transaction by service type (See at least the 
abstract, column 5, lines 14-40, column 6, lines 15-35, column 8, lines 15-40, column 9, lines 
15-37, and column 11, lines 40-65, wherein monitors act as agents for each of the components 
and collect operational data for providing a service); 

said agents reporting over said IT infrastructure transaction information to said 
information process model whereby said information is used by said model (See at least column 
3, lines 30-42, column 5, lines 14-40, column 8, lines 15-40, column 10, lines 3-25, and column 
11, lines 30-60, wherein the usage data is reported by the monitors over the infrastructure and the 
information is used to update the model). 

25. As per claim 13, Adriaans et al. teaches a system for managing an IT infrastructure 
wherein said information is processed to provide a table that identifies for each component the 
service in which the component participates (See at least column 3, lines 30-46 and 54-60, 
column 4, lines 30-40, column 5, lines 14-40, column 6, lines 15-35, column 8, lines 15-40, 
column 9, lines 15-37, and column 10, lines 14-28, wherein a relationship table is constructed). 

26. As per claim 14, Adriaans et al. discloses a system for managing an IT infrastructure 
wherein said information from said agents are processed to derive a second table identifying a 
total value of each service based on the information (See at least column 3, lines 30-46 and 54- 
60, column 4, lines 30-40, column 5, lines 14-40, column 6, lines 15-35, column 8, lines 15-40, 
column 9, lines 15-37, and column 10, lines 14-28, wherein a second, updated table is derived 
that identifies a total value for each service based on the information). 
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27. As per claim 15, Adriaans teaches a system for managing an IT infrastructure wherein 
said total value is determined for at least some of said services based on the number of 
transactions performed by said services (See at least figures 4 and 6, column 10, lines 40-67, 
column 1 1, lines 40-65, and column 12, lines 1-25, wherein the total value is determined by the 
number of operations performed). 

28. As per claim 16, Adriaans et al. discloses a system for managing an IT infrastructure 
wherein said first table includes a valuation of each component based on each said component's 
participation in each of said services (See at least column 3, lines 30-46 and 54-60, column 4, 
lines 30-40, column 5, lines 14-40, column 6, lines 15-35, column 8, lines 15-40, column 9, lines 
37-67, column 10, lines 14-28, and column 11, lines 30-64, wherein a table includes a valuation 
of each component based on the component's role in the service). 



The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. 

Adriaans et al. (U.S. 6,393,387) teaches model mining information about components of 
an IT system that produces a service. 

Kuiper (U.S. 2003/0171945) discloses a computer system that couples information about 
business processes/functions to software components. 

Hartsell et al. (U.S. 2002/0049608) teaches an information management environment for 
business services. 

Vellante et al. (U.S. 2002/0178095) discloses assessing and quantifying business value 
for an IT application that is subject to change. 



Conclusion 
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Vellante et al. (U.S. 2002/0069102) teaches determining a net value for an IT application. 
Kuiper (EP 1 143 361 A 1) discloses a computer system that couples information about 
business processes/functions to software components. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Beth Van Doren whose telephone number is (703) 305-3882. 
The examiner can normally be reached on M-F, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (703) 305-9643. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



bvd 

April 29, 2004 
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